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Applicaat has carefully studied the Ejj 
the following remarks thereto. ^ * 

The pending claims were rejected un< 
rejections, the Patent Office has overlooked;! 
obviousness rejections under 35 U.S.C. § 103 

for analogousness is set forth in MPEP § 21j|] 

S'-i 

endeavor as the invention. A reference niajjj 
same field of endeavor if the reference logic L 1 




-> USPTO Ctrl Fax 



@1009 



same problem as that confronting the iuvenfoi| ISe'cond, the Patent Office must articulate a 



reason to combine the references. This is som 
references- When the Patent Office articulates 



Office must support this motivation with aa 
(Fed. Cir. 1999). While the law allows for "A 
motivation can come from the knowledge elf 



Office^ Action of February 25, 2004 and offers 

SlTJ.Sj-C. § 103. However, in constructing the 
|e vj^.'important limitations on creating 
iht die references must be analogous. The test 
l({a). The reference must be in the same field of 



tjtie analogous if, even though it is not in the 
cljjnxnends itself to an individual faced with the 



inies referred to as the motivation to combine the 



if otiyation to combine the references, the Patent 
;\Side£ice. In re Dembiczak, 175 FJd 994, 999 

iple sources of this evidence, the fact that the 

If 4 

:e of ordinary skill in the art does not diminish the 



ft -4 



need for actual evidence to support the motive | >m Id? Interestingly, the Patent Office's own 

li| II i!i v; 
citations support the need tor actual evidenfcip 

Patent Office quotes In re Lee 7 211 F.3d 13:6 

i' 

important to rely on objective evidence and! 



pacifically, on page 16 of the Office Action, the 
3| 0 (ijed. Cir. 2002) for the proposition that it is 



Specific factual findings with respect to the 



motivation to combine references . This uncfcisbores ffie importance of providing actual 

* \\m in 

evidence, even when the motivation comeSjijn 
in the art. Third, once the references are cojep] 
element of the claim, or the Paternt Office he 
2143.03. 

Applicant previously argued that Ui 

language was adapted to function as a direct^ 

% 

Applicant amends the independent claims to 



of the skeleton description into a skeleton t|p| 
presented, the amendment further emphasizi 
element was implicitly present previously, \ 

3 1 

search should be required. MPEP § 904. Si 

.1 
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Me general knowledge of one of ordinary skill 
thjp combination must teach each and every 
statjjlished prima facie obviousness. MPEP § 



did not teach that the skeleton definition 
control of a transformation. Herein, 
tlikt this transformation is the transformation 
this was implicit in the claims previously 
ninection between the two elements. As this 

nl 

nfet constitute a new issue and no additional 



:.!t 



o 

o 
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Claims 1-5, 18-25 were rejected under 35 

■ I « 

et al. (hereinafter "Logan") in view of C^ugnraai 

view of Ushika Applicant respectfully travsrsjbs 

flf'. -i 

Initially, Applicant objects to the usepof UsTiiku as non-analogous art. Ushiku is directed 



S.C § 103 as being unpatentable over Logan 
ial. '(hereinafter "Caughran") and further in 



, f L JT.:: 

to publishing email (see title or abstract). y^Kcant isi < 



particularly, testing software used in teiephOTefls^jitchfes. As such, Ushiku is not in the same 



field of endeavor. Since Ushiko is not in the sam 

of the test for analogousness. Further, Appkcakt 

.•I 

test a software suite for a telephone switch.]; 
publishing email does not readily suggest itietfto 
telephone switch as being a relevant reference; T 
test for analogousness. It appears that die Batejat 
search, found the key phrase "skeleton lanj 



las confronted with the problem of trying to 
rence that is designed for selectively 
^oitfeone trying to test a software suite for a 
: thiis extent, Ushiku fails the second part of the 
Office has performed an electronic word 
and 1 ignored the rest of the context of the 
reference. When the context of the citation jbo UsMkuta considered, the reference is clearly non- 

ie reference is not available to be cited 

111! 1 

ddjable to be cited against the claims, and the 

!• 

and Caughran does not teach or suggest all 



joins, 



analogous. Since the reference is non-analc 
against the claims. Since the reference is n< j.t z y; 
Patent Office admits that the combination of Log; 



iage, 



the claim elements, the rejection foils to establish prima facie obviousness and the claims are 



allowable. Applicant requests withdrawal o-f tjie 
time on this basis. 



obviousness. The Patent Office initially cqm^in* 



modification suggests that the manual decqnrf: E>si 
automated by the Logan system that expos'^ c ex 
generates a test case code as taught by Logpi it 
traverses this motivation to combine the refierenc 
that the combination is made a priori, and |ien s; 
obvious after the two references are combiiat 
combination is assumed is not the correct 



concerned with testing software, and 



'fiei^d of endeavor, Ushiku fails the first prong 



Even if Ushiku is analogous, the P^m Office! has not satisfied its burden in proving 



10jJ rejection of claims 1-5 and 18-25 at this 



must be present before the combination, 
the references must come from one of thn 




Logan with Caughran on the premise that this 
fljion [feature of Caughran can be systematically 
onent features in a test environment which 
•1. i lines 39-46. Applicant specifically 

as! inappropriate. The Patent Office assumes 

ii 

s that the modification to the combination is 
bdrfication of a combination after the 



The motivation to combine the references 

) i 

■ii 



[e the case law says that the motivation to combine 



sePsoureles (me knowledge of one of ordinary skill in 
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the art, the references, or from the nature of j 
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:he| pr&Blem to be solved), the case law goes on to 
say that the motivation to combine the references Iolusi! be supported by actual evidence. In re 
Dembiczak at 999. If the Patent Office camjrt i |on ie up with a reason to combine the references 
other than that after combination, the combination suggests a modification, then the Patent 

j I ; j | 

Office has not properly supported the motivation t >j combine the references. Thus, even though 
the Patent Office has provided a citation to |.p|M °^ one °^ ^ e references, the Patent Office 
has not provided the requisite actual evidence ro sj ipport the motivation to combine the 
references. Merely because a combination |s plssj lile.jand the combination may suggest a 
modification does not equate to a suggestion to|co nbine the references in the first place. MPEP 

f. f| • i 'I 

§ 2143.0 1 . The Patent Office roust show that tfie eombination is desirable before it can go on to 



opine that the combination suggests a modiiilcafioaj Id. 

The Patent Office compounds its err >r Jyhe n tiJe Patent Office combines Ushiku with the 

:: I : ! 1 

other references. The Patent Office again saysKhattthe combination of the three references 
suggests the modification, but does not give aj riasok to combine the three references in the 
first place. This constitutes error in the crea Sol o 1 7 thJ combination, and the combination is 
improper. Since the combination is impropH&r, the! rejection fails and the claims are patentable. 



Finally, even if the combination of : 



ifeferifces is proper, the combination fails to show 



each and every claim element. While this v bs 
amendments to the independent claims hi: 



;'of|the claims before amendment, the 
t f ifct the skeleton definition language that 
controls a transformation controls the transferrfiat c|n of the skeleton description into a skeleton 
tool. As noted above, this was implicit in t| e cflai ris hjefore amendment, but is not explicit. In 
contrast, the skeleton of Ushiku is for genej itiag ] mblished pages. If the Patent Office extracts 



just the concept of the skeleton from Ushiki * tfiSs 
intended purpose. Specifically, if the skeletons o: 
then Ushiku is no longer suitable for publishinj 
that a combination that renders a reference.! 
non-obviousness. MPEP § 2143.01, Since'iOw 



Ushiku unsuitable for its intended purpose,^ jihe |ccj ibihation is improper and the claims are 
patentable over the rejection of record. 
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U.S.C. § 103 as being unpatentable over 



Claims 6-9, 15, and 16 were rejected! uJde r|35 

!:; I j j 

Logan in view of Caughran in view of Ushiku an< . further in view of Kirsch. Applicant 



1C 



extraction renders Ushiku unsuitable for its 
Ushiku are modified to create skeleton tools, 
pjage. The MPEP instructs the Patent Office 
ited for its intended purpose supports a finding of 
osed combination and modification renders 
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§ 103 as being unpatentable over Logan in 



respectfully traverses. This combination re} es on t le Jiaaae combination of Logan, Caughran and 
Ushiku addressed above. The addition of K *s< h does not cure the deficiencies of the underlying 
combination. To this extent, this rejection i| j fl iwed bz well, and the claims are patentable 
thereover, J; 

Claims 10-14 were rejected under 35!Uj.S.C. 
view of Caughran in view of Ushiku in viewj o: Loukianov and further in view of Kirsch. 

Applicant respectfully traverses. This combins tionj rel ies on the same combination of Logan, 

if i 

Caughran and Ushiku addressed above. Tb£ a iditibn of Kirsch and Loukianov does not cure the 
deficiencies of the underlying combination: !Ti > thip extent, this rejection is flawed as well, and 
the claims are patentable thereover. j | 

Claim 17 was rejected under 35 U.S : C. § 103 as being unpatentable over Logan in view 

of Caughran and further in view of Ushiku : anc Ahandssians et al. (hereinafter "Ahanessians"). 

• ■ ' I 

Applicant respectfully traverses. This com >jin ition re ies on the same combination of Logan, 
Caughran and Ushiku addressed above. Tt | aj iditflon of Ahanessians does not cure the 
deficiencies of the underlying combination! j T > thfc e:ctent, the rejection is flawed as well, and 
the claim is patentable thereover. [ [,' ' : j 

Applicant adds new claim 26. Nevii fcl^im 26 incorporates the subject matter of claims 1, 
2, 10, 15, and 16. Claim 16 is canceled as^ ed; indent in light thereof. The total claim count is the 
same, but Applicant adds a new independei it c lainj. Claim 26 includes the clarification as to the 

nature of the skeleton definition language i nd the transformation discussed above with respect to 

; |j j 

the other independent claims and thus is pa|en able at 



Applicant respectfully opines that this recratij in o: 
* and 1 6 is not shown or suggested by the co jib inatj on 

Applicant requests reconsideration 
arguments presented herein and claim alio 1 



least for the same reasons. Likewise, 
'the various elements from claims 1, 2, 10, 15, 
of references of record. 
3f i he r yeirtion in light of the amendments and 
;ce at tie Examiner's earliest convenience. 



PAGE 12/13 1 RCVD AT 4/22/2004 1:02:42 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/2 1 



n 



DNIS:8729306 ' CS!D:919 654 4521 1 DURATION (mm-ss):04-18 



o 



CO 



04/22/04 13:06 FAX 919 654 4521 



Date: April 2Z2004_ 



Attorney Docket: 7000-098 



WITHROW & TERRANOVA 

1 



By: ;| 



PAGE 13/13 ■ RCVD AT 4/22I2QM 1 :02:42 PM [Eastern Daylight rime] 1 SVR:USP; 



USPTO Ctrl Fax 



(2)013 



Ri jspectfully submitted, 




gistratibn No. 40,876 



jybjBox 



CERTIFICATE OF TRANSMISSION 
I HEREBY CERTIFY THAT THIS DOCUMENT IS BEING 
TRkNSMlTTtD VIA FACSIMILE ON THE DATE INDICATED BELOW 
TG I . 



Shrfldgr. Lawrence Art Unit: 2124 Fax: 703-872-9306 



1287 



:,NC:27512 
TSlephonb: (919) 654-4520 



EjcLunirm : 



.1 

( 

| 

12 
1- 



SFXRMJ2 1 



J. Harris 



Name of Sender 



Signature 



April 22. 20O4 



Date of Transmission 



o 



CO 



DNIS:8729306* CSID:919 6544521 1 DURATION (mm-ss):04-18 



